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DETAILED ACTION 



Election/Restrictions 

To summarize the current election, applicant elected Group I and the species 
where Nylon 61 1/dimethicone copolymer is the polymer, isononyl isononanoate is the 
ester oil, solid particles are present and silicone oil, nonvolatile oil, and non-silicone oil 
are not present. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 111-121, and 151 
are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. The claims contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventors, at the time the application was filed, had possession of the claimed 
invention. Claim 55 recites that "X is at least one linear of branched Ci to C 30 
alkylenediyl group..." this recitation indicates that the X moiety can be a connected 
series of alkylenediyl groups, however, such an embodiment was not disclosed in the 
application as filed and therefore constitutes new matter (the instant specification recites 
"the X groups, which may be identical or different, represents a linear or branched Ci to 
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C30 alkylenediyl group. . ." - see page 31 line 20-page 32 line 1 ). The claims not 
specifically elaborated upon above also contain new matter since they ultimately 
depend from claim 55. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 111-121, and 151 
are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

It is completely unclear what compounds would result from the embodiments 
where Y is 

. / 

\ 

as recited in claim 55. It is not clear whether the two lines extending from T represent 
methyl groups or points of attachment. If they are points of attachment, it is also not 
clear what is attached to them, since the parent structure only shows one chemical 
moiety being attached to either side of Y. 

Claim 55 also recites that a moiety "G" is defined, but none of the compounds 
recited contain a "G" moiety. 
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The claims not specifically elaborated upon above are similarly indefinite 
because they ultimately depend from claim 55. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The four factual inquiries of Graham v. John Deere Co. have been fully considered and 

analyzed in the rejections that follow. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



Claims 55-57, 59-60, 64-66, 68-73, 87-89, 94-95, 97-98, 107-109, and 111-121 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Murphy (previously 
cited) in view of Grimm et al. (previously cited), Barr et al. (previously cited), and Cai et 
al. (previously cited). 

Murphy et al. teach an anhydrous, translucent lip-gloss composition that 
includes, a polyamide resin polymer, castor oil as an emollient/solvent, coloring agent, 
and various other surfactants, gelling agents, emulsifiers, and non-oil emollients (see 
examples 1-5; instant claims 55 and 113). Murphy et al. go on to teach the formulation 
of their invention in lipstick (self-supported) form (see page 4 lines 27-29; instant claims 
114 and 118-121). The polyamide is taught to confer solid structure to the product upon 
cooling, to give a translucent or transparent appearance, and be present in the 
formulation at 7% (see page 6 lines 21-22 and example 1; instant claims 55 and 107- 
109). In addition, the polyamide resin is taught to be soluble in a cosmetically 
acceptable solvent between 50°C and 150°C (see page 7 lines 5-7; instant claim 55). 
The envisioned solvents include castor oil as well as fatty acid esters and is exemplified 
at 18% of the composition (see page 10 lines 4-17 and example 1). In view of this 
teaching, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a fatty acid ester in place of the castor oil in the composition. Since the 
components in example 1 of Murphy et al., with the exception of the two surfactants, 
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preservative and dye, are organic, and absent evidence to the contrary, they are 
interpreted to constitute a liquid fatty phase. Therefore the fatty acid ester would 
constitute approximately 19% of the fatty phase and the fatty phase itself would 
constitute approximately 94% of the composition (instant claims 69-72 and 111-112). 
Murphy et al. also teach the presence of color components, including titanium dioxide, 
zinc oxide, iron oxides and other pigments (see page 19 lines 23-31; instant claims 87- 
88). It therefore would have been obvious to one of ordinary skill in the art at the time of 
the invention to use one of these pigments instead of or in conjunction with the dye 
used in the composition of example 1 . Murphy et al. do not teach that the fatty acid 
ester is isononyl isononanoate or that the polyamide is Nylon 61 1/dimethicone. 

Grimm et al. teach cosmetic compositions that include lipsticks (see paragraph 
1). In addition, Grimm et al. teach a set of oils that are known for equivalent use in such 
compositions. Specifically, Grimm et al. teach both castor oil and isononyl isononanoate 
in this set (see paragraph 151 ; instant claims 56-57, 59-60, and 64-66). Since castor oil 
and isononyl isononanoate were known as functional equivalents in cosmetics and the 
isononyl isononanoate is a fatty acid ester, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use isononyl isononanoate instead 
of castor oil in the invention of Murphy et al. (e.g. example 1 ). 

Barr et al. and Cai et al. teach the same set of siloxane based polyamide 
polymers for conferring structure/thickening and translucent/transparent appearance to 
cosmetic compositions that are also able to form gels or self-supported sticks (see Barr 
et al. abstract, column 1 lines 19-20, 33-37 and 59-67, column 4 lines 21-23, and 
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formula A, Cai et al. column 1 lines 33-67 and Formula IMA; instant claims 89, 94-95, 
and 97-98). In addition to a genus of compounds, Cai et al. teach the polyamide Nylon 
61 1/dimethicone as one particularly envisioned embodiment in this polymer set (see 
column 15 lines 22-26; instant claims 89, 94-95, and 97-98). Cai et al. teach that the 
repeated siloxane unit in this compound is repeated from 5 to 30 times (which 
corresponds to m = 5 to 30) (see column 8 lines 15-29; instant claim 151). Since this 
particular polyamide was known at the time of the invention for its thickening abilities as 
well as suitability for translucent/transparent cosmetic formulations, it would have been 
obvious to one of ordinary skill in the art to use it as the polyamide in the composition of 
Murphy et al. in view of Grimm et al. The result would be a transparent/translucent 
cosmetic composition with isononyl isononanoate, Nylon 61 1/dimethicone and solid 
pigment particles. Optimization of the amounts of these ingredients to confer particular 
desired properties for the end product (e.g. lip-gloss vs. lipstick, different colors, etc.) 
would have been a matter of routine experimentation for one or ordinary skill. Therefore 
claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 1 07-1 09, 1 1 1 -1 21 , and 1 51 are 
obvious over Murphy et al. in view of Grimm et al., Barr et al., and Cai et al. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 111-121, and 151 
are rejected on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable overclaims 1-13, 19, 39-45, 47-48, and 54-55 of U.S. Patent No. 
7,078,026 in view of Vatter et al. (US Patent No. 6,224,888). Both the instant and the 
conflicting claims of patent 7,078,026 teach a transparent composition with the same 
polymer gelling agent (siloxane based polyamide) and solid particles. The claims of 
patent 7,078,026 require a silicone oil while, those of the instant application require an 
ester oil. Vatter et al. teach that isononyl isononanoate, an ester oil, and silicone oil are 
both known to be non-polar emollients used in cosmetics (see column 5 lines 27 and 
36, and column 6 lines 10-13). Since this ester oil and silicone oil are known to be 
functional equivalents in cosmetic compositions, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to use isononyl isononanoate instead 
of the silicone oil in the composition of patent 7,078,026. Therefore claims 55-57, 59- 
60, 64-66, 68-73, 87-89, 94-95, 97-98, 1 07-1 09, and 1 1 1 -1 21 are obvious over 1 -1 3, 
19, 39-45, 47-48, 54-55 of U.S. Patent No. 7,078,026 in view of Vatter et al. 
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Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 111-121, and 151 
are provisionally rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-2, 9-14, 17, 30, 62, and 64-67 of 
copending Application No. 10/517390 and claims 1, 4, 10, 17, 54, 56, and 66 of 
copending application 1 1/898093 each in view of Vatter et al. separately. Both the 
instant and the conflicting claims of each copending application teach a transparent 
composition with the same polymer gelling agent (siloxane based polyamide) and solid 
particles. The claims of copending applications require a silicone oil while, those of the 
instant application require an ester oil. Vatter et al. teach that isononyl isononanoate, an 
ester oil, and silicone oil are both known to be non-polar emollients used in cosmetics 
(see column 5 lines 27 and 36, and column 6 lines 1 0-1 3). Since this ester oil and 
silicone oil are known to be functional equivalents in cosmetic compositions, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to use 
isononyl isononanoate instead of the silicone oil in the composition of copending 
applications. Therefore instant claims 55-57, 59-60, 64-66, 68-73, 87-89, 94-95, 97-98, 
1 1 1 -1 1 5, and 1 1 8-1 21 are obvious over claims 1 -2, 9-1 4, 1 7, 30, 62, and 64-67 of 
copending Application No. 10/517390 and claims 1, 4, 10, 17, 54, 56, and 66 of 
copending application 1 1/898093 each in view of Vatter et al. separately. 

This is a provisional obviousness-type double patenting rejection. 
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Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 111-121, and 151 
are provisionally rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 3, 12, 15, 26-28, and 50 of copending 
Application No. 1 0/538924, in view of Vatter et al. Both the instant and the conflicting 
claims of copending application 10/538924 teach a transparent composition with the 
same polymer gelling agent (siloxane based polyamide) and solid particles. The claims 
of copending application 10/538924 require a silicone oil while, those of the instant 
application require an ester oil. Vatter et al. teach that isononyl isononanoate, an ester 
oil, and silicone oil are both known to be non-polar emollients used in cosmetics (see 
column 5 lines 27 and 36, and column 6 lines 10-13). Since this ester oil and silicone oil 
are known to be functional equivalents in cosmetic compositions, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use isononyl 
isononanoate instead of the silicone oil in the composition of copending application 
10/538924. Therefore instant claims 55-57, 59-60, 64-66, 87-89, 94-95, 97-98, 107- 
1 09, 1 1 3, and 1 1 5, and 1 1 8-1 21 are obvious over claims 1,3,12,15, 26-28, and 50 of 
copending Application No. 10/538924 in view of Vatter et al. 

This is a provisional obviousness-type double patenting rejection. 

Claims 55-57, 59-60, 64-66, 68-73, 87-88, 95, 97-98, 107-109, 1 1 1-121 , and 151 
are provisionally rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1,4-5, 18, and 25-28 of copending 
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Application No. 1 1/342748 in view of Vatter et al. Both the instant and the conflicting 
claims of copending application 11/342748 teach a transparent composition with the 
same polymer gelling agent (siloxane based polyamide) and solid particles. The claims 
of copending application 1 1/342748 require a silicone oil while, those of the instant 
application require an ester oil. Vatter et al. teach that isononyl isononanoate, an ester 
oil, and silicone oil are both known to be non-polar emollients used in cosmetics (see 
column 5 lines 27 and 36, and column 6 lines 10-13). Since this ester oil and silicone oil 
are known to be functional equivalents in cosmetic compositions, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use isononyl 
isononanoate instead of the silicone oil in the composition of copending application 
1 1/342748. Therefore instant claims 55-57, 59-60, 64-66, 87-89, 94-95, 97-98, 107- 
1 09, 1 1 3-1 1 5, and 118-121 are obvious over claims 1 , 4-5, 1 8, and 25-28 of copending 
Application No. 1 1/342748 in view of Vatter et al. 

This is a provisional obviousness-type double patenting rejection. 

Response to Arguments 

Applicants' arguments, filed April 14, 2009, have been fully considered but they 
are not deemed to be persuasive. 

Applicant argues that the references separately do not teach each claimed 
element of the invention. It is not required that each reference in a rejection under 35 
USC 103(a) teach each claimed element of an invention. Multiple references are cited in 
such a rejection precisely because each reference did not teach all the claimed 
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elements. Thus an argument based solely upon this premise does nothing more than 
reiterate the reason for positioning the rejection under 35 USC 103(a) instead of one of 
the statutes under 35 USC 102. 

Applicant argues that there was no teaching in the cited references that the 
combination of isononyl isononanoate with the polysilicone/polyamide copolymer would 
result in a transparent or translucent product. The oils highlighted in Grimm et al. were 
known for use in transparent cosmetics at the time of the invention (see US Patent No. 
6,007,799 column 13 lines 32-67). In addition, Both Barr et al. and Cai et al. teach the 
claimed copolymer as a component specifically for cosmetic compositions with a 
translucent/transparent appearance (see Barr et al. column 1 lines 33-37 and Cai et al. 
column 1 7 lines 1 6-1 7). Therefore one of ordinary skill in the art would have appreciated 
that a transparent/translucent product can result from the combination of the reference 
teachings and would have been motivated to such an end since the primary reference 
explicitly teaches a translucent composition as the end product. 

Applicant argues that the claims of the patent and applications cited in the 
rejections and provisional rejections under double patenting do not teach that the 
combination of isononyl isononanoate with the polysilicone/polyamide copolymer would 
result in a transparent or translucent product. This is not persuasive because, as 
discussed above, because both components were known for use in 
translucent/transparent cosmetic compositions at the time of the invention. Further, the 
cited claims of the patent and applications recite a composition that is 
transparent/translucent. Therefore it would have been obvious to prepare a 
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transparent/translucent cosmetic from isononyl isononanoate and the claimed 
polysilicone/polyamide copolymer. 

Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The rejections and/or objections detailed above are either reiterated 
or newly applied. They constitute the complete set presently being applied to the 
instant application. 



Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARALYNNE HELM whose telephone number is 
(571)270-3506. The examiner can normally be reached on Monday through Thursday 
8-5 (EDT). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward or Tracy Vivlemore can be reached 571-272-8373 and 
571-272-2914, respectively. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Caralynne Helm/ 
Examiner, Art Unit 1615 



/MP WOODWARD/ 
Supervisory Patent Examiner, Art Unit 1615 



